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after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 
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1 )□ Responsive to communication(s) filed on . 
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3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 
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5) D Claim(s) is/are allowed. 

6) ^1 Claim(s) 1-19 and 22 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 
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Priority under 35 U.S.C. § 119 

12) ^ Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)|E|AII b)Q Some * c)Q None of: 

1 .□ Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. |^ Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
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DETAILED ACTION 

Drawings 

1 . The drawings are objected to because numeral 1 2 in Figure one does not 
designate a part of the Figure. Corrected drawing sheets in compliance with 37 CFR 
1 .121 (d) are required in reply to the Office action to avoid abandonment of the 
application. Any amended replacement drawing sheet should include all of the figures 
appearing on the immediate prior version of the sheet, even if only one figure is being 
amended. The figure or figure number of an amended drawing should not be labeled as 
"amended." If a drawing figure is to be canceled, the appropriate figure must be 
removed from the replacement sheet, and where necessary, the remaining figures must 
be renumbered and appropriate changes made to the brief description of the several 
views of the drawings for consistency. Additional replacement sheets may be necessary 
to show the renumbering of the remaining figures. Each drawing sheet submitted after 
the filing date of an application must be labeled in the top margin as either 
"Replacement Sheet" or "New Sheet" pursuant to 37 CFR 1.121 (d). If the changes are 
not accepted by the examiner, the applicant will be notified and informed of any required 
corrective action in the next Office action. The objection to the drawings will not be held 
in abeyance. 

Claim Rejections - 35 USC §112 

2. Claim 11 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
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regards as the invention. Since "double glazed glass" may be of any width, the scope of 
the claim is indefinite. 

Claim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in 
public use or on sale in this country, more than one year prior to the date of application for patent in 
the United States. 

4. Claim 19 is rejected under 35 U.S.C. 102(b) as being anticipated by Trussell 
2,772,596. Trussell discloses a shim including first and second wedge elements 
arranged coplanar to one another and a connecting element as a thick end of the shim 
wherein the wedge elements are detachable from the connecting element; see Figures 
3-5 and column 3, lines 49-54. The phrase "for building applications" is a statement of 
intended use and does not add any patentably distinguishing features to the claimed 
product. 

5. Claims 1 -4 and 7-1 1 are rejected under 35 U.S.C. 1 02(b) as being anticipated by 
EP 071 9953. EP 071 9953 discloses a shim including first and second wedge elements 
arranged coplanar to one another, a connecting element as a thick end of the shim and 
retaining members 11, 12, 15, 16 between said wedge elements; see Figures 1 -2. 

Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
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the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

7. Claims 1 -1 8 and 22 are rejected under 35 U.S.C. 1 03(a) as being unpatentable 
over Trussell 2,772,596 in view of Rathsack 6,159,575. Trussell discloses a shim 
including first and second wedge elements arranged coplanar to one another and a 
connecting element as a thick end of the shim wherein the wedge elements are 
detachable from the connecting element; see Figures 3-5 and column 3, lines 49-54. 
However, he does not disclose retaining members on the wedge elements. Rathsack 
discloses placing elastic retaining tabs between the wedge elements of a shim for 
holding the shim in place during use; see column 4, lines 4-9. It would have been 
obvious to one of ordinary skill in the art to place elastic retaining tabs between the 
wedge elements of shim in Trussell in view of the teachings in Rathsack to provide a 
means of holding the shim in place. Concerning claim 6, it would have been obvious to 
one of ordinary skill in the art to provide any particular spacing of the retaining tabs on 
the product of the combined prior art to provide a desired holding power for a particular 
end use since a shifting of the location of parts is within the level of ordinary skill in the 
art. Concerning claim 12, it would have been obvious to one of ordinary skill in the art 
to vary the width of the wedge elements in the combined prior art product to within the 
claimed range to satisfy the size needs for a particular end use since a change in size is 
generally recognized as being within the level of ordinary skill in the art. Concerning 
claims 16 and 17, Rathsack discloses the use of recesses on the wedges in his shim to 
provide stability; see column 3, lines 38-40. It would have been obvious to one of 
ordinary skill in the art to place recesses on the shim of the combined prior art in view of 
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Rathsack to provide stability to the shim. Concerning claim 18, it would have been 
obvious to one of ordinary skill in the art to use any well-known material, such as metal, 
plastic, etc., to form the shim of the combined prior art since it has been held to be 
within the general skill of a worker in the art to select a known material on the basis of 
its suitability for the intended use as a matter of obvious design choice. 

8. Claims 2, 5, 1 6 and 1 7 are rejected under 35 U.S.C. 1 03(a) as being 
unpatentable over EP 0719953 in view of Rathsack 6,159,575. EP 0719953 discloses 
the invention substantially as claimed; see the above rejection under 35 USC 102. 
However, it does not disclose the use of resiliently deformable retaining members. 
Rathsack discloses the use of resiliently deformable retaining members on the wedges 
of his shim to prevent the shim from falling out when in use; see column 4, lines 4-9. It 
would have been obvious to one of ordinary skill in the art to form the retaining 
members in the product of the primary reference from resilient material in view of the 
teachings in the secondary reference. Concerning claims 16 and 17, Rathsack 
discloses the use of recesses on the wedges in his shim to provide stability; see column 
3, lines 38-40. It would have been obvious to one of ordinary skill in the art to place 
recesses on the shim of the combined prior art in view of Rathsack to provide stability to 
the shim. 

9. Claims 6, 1 2 and 1 8 are rejected under 35 U.S.C. 1 03(a) as being unpatentable 
over EP 071 9953. EP 071 9953 discloses the invention substantially as claimed; see 
the above rejection under 35 USC 1 02. However, it does not disclose the claimed 
spacing of retaining elements, width of the wedges or materials used to make the shim. 
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It would have been obvious to one of ordinary skill in the art to use any particular 
spacing of the retaining tabs on the product of EP 0719953 to provide a desired holding 
power for a particular end use since a shifting of the location of parts is within the level 
of ordinary skill in the art. Concerning claim 12, it would have been obvious to one of 
ordinary skill in the art to vary the width of the wedge elements in the combined prior art 
product to within the claimed range to satisfy the size needs for a particular end use 
since a change in size is generally recognized as being within the level of ordinary skill 
in the art. Concerning claim 18, it would have been obvious to one of ordinary skill in the 
art to use any well-known material, such as metal, plastic, etc., to form the shim of the 
combined prior art since it has been held to be within the general skill of a worker in the 
art to select a known material on the basis of its suitability for the intended use as a 
matter of obvious design choice. 

1 0. Claims 1 3, 1 4, 1 9 and 22 are rejected under 35 U.S.C. 1 03(a) as being 
unpatentable over EP 071 9953 in view of either Trussell 2,772,596 or Relly 5,624,724. 
EP 0719953 discloses the invention substantially as claimed; see the above rejection 
under 35 USC 102. However, it does not disclose V-shaped break lines on the shim. 
The secondary references each disclose the use of break lines on shims to adjust the 
size of the shims; see column 3, lines 49-55 of Trussell and column 3, lines 21 -25 of 
Relly. It would have been obvious to one of ordinary skill in the art to place V-shaped 
break lines on the product of the primary reference in view of the teachings in the 
secondary references in order to have the ability to adjust the size of the shim. 
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Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to ALEXANDER THOMAS whose telephone number is 
(571)272-1502. The examiner can normally be reached on 6:30-4:00 M-THUR. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David Sample can be reached on 571-272-1376. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Alexander Thomas/ 
Primary Examiner 
Art Unit 1783 



